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Claims 1-12, and 14-22 are now pending. New Claim 21 has Deen added to the cuirent 




filed, *The requirement...for a certified copy of the foreign priority ap 5licatictfi is normally 



claims. Support for this claim can be found in the application on page lines 12-14. 



The Examiner indicates that flie certified copy of the priority d i ^ument has not been 



fulfilled by applicant providing a certified copy to the,., International B ireau... Subsequently, the 
International Bureau forwards a photocopy of the certified priority doc l ment to each designated 
OflBce... Thc.copy of the priority document sent to the U.S. Patent ai cL Trademark Office fit)m 
the International Bureau is acceptable to establish that applicant has fil 2d a certified copy of the 
priority document." MPBP 1893.03(c). Applicants enclose a copy of he PCT Notification 
Conceming Submission or Transmittal of Priority Dociunent verifying ihat the priority document 
was received by the International Bureau on March 31, 1999. Furthen lore, the Notification of 
Acceptance of Application imder 35 U.S.C. 371 indicates that the prioi ity document has been 
received. Thus, applicants have satisfied this requirement Applicants request confirmation that 
the copy of the certified copy of the priority document has been neceiv ; i fix)m the International 
Bureau. 

The Examiner has rejected claims 1-4 based on 35 U.S.C, §103 (i) as being unpatentable 
over Dewitt at at. (US 5,714,127). The Examiner argues that the mater il worked on does not 
limit an apparatus claim, and therefore the materials (heterogenous cat i yst) within the channels 
do not further limit the apparatus claims. However, it is the applicant's ]}05ition that the 
invention comprises a heterogenous catalyst as an element of the inven t on. 

According to § 103, in order to establish a prima facie case of o i /iousness, there must be 
(1) some suggestion or motivation to modify the references, (2) reason nle expectation of 
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success and (3) the prior art reference must teach or suggest all of the : \sdm limitations. MPEP 



In a § 103 anal3rsis, the invention as a whole must be consider© I In re Antonie^ 559 F.2d 
618, 195 USPQ 6 (CCPA 1977). Furthermore, all words in a claim m ut be read and considered. 
In re Wilson, 424 F.2d 1382; 165 (USPQ 494 (CCPA 1970). Therefoi t , that the applicant recites 
in the claim ^^heterogenous catalysts'^ and also **n channels comprise n different heterogeneous 
catalysts", these must be considered and are indicative of what the app I xant regards as their 
invention. 

Additionally, even if the material worked upon does not limit z r ^jparatus claim as the 
Examiner argues, here^ the heterogeneous catalyst cannot be considere : merely something 
worked upon by an q>paratus, but should be considered as an element :f die invention itself. Li 
In re Young, 75 F.2d 996, 25 USPQ 69 (CCPA 1935), the claims inclu 3ed a limitation to the 
concrete reinforced members made by the machine itself. The coiut h< Id that the inclusion of the 
article formed within the body, without more, did not nfmke the ckiim j Eitentable. However, the 
present application cannot be characterized as merely the recital of an i tide worked upon, 
without more. The Invention comprises an array of heterogeneoas cats Jysts, wherein reactants, 
which are acted upon, can react over a certain heterogeneous catalyst c iring its way through a 
reaction tube. Therefore, the heterogeneous catalysts are not merely s< inething worked upon, 
but are an integral element of the invention itself. Therefore, with hete rogeneous catalysts as an 
element of the invention, the cited reference does not teach or suggest 1 1 the claim limitations as 
required for prima facie obviousness, and so the Applicant requests th< rejection be withdrawn. 

Furthermore, applicant's new claim 21 is not obvious in view o t Dewitt et al. Dewitt et 
al. teaches a system for multiple simultaneous synthesis of compounds using an apparatus 
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comprising a reservoir rack having a plurality of wells, a plurality of n :;iction tubes, having 
filters on their lower ends, a holder block, having a plurality of apertui es, and a manifold, which 

o 

has ports to allow interdiction or maintenance. According to Dewtt ei il., about 100 mg of 



fimctionalized resin are introduced in each single reaction tube, and af < award, 50lvent(s) and 



"Jjj reactants are added. After a reaction is completed, the solvent is evap< rated and the resin is 
washed by filling solvent into the reaction tubes, followed by agitatior md removal of the 
solvent by draining dirough the filter. Dewitt et al. column 13, line 19 . to cohimn 14, line 35. 

Therefore, the reaction tubes and vessels disclosed by Dewitt e : al. act like ordinary batch 
reactors with the advantage that more than one reactor can be operated it a time. The resin, 
solvents and reactants are merely filled into a reaction tube for the resu tion, wherein the reaction 
tube is closed in the lower end. 

The present invention however, and according to new claim 21 . comprise, inter alia^ 
chaimels wherein each channel can be described as connections nmnir j: between two orifices 
situated on the body surface which permits the passage of a fluid throt the body. The array, 
therefore, according to the present invention, gives the opportunity to i r sert a reactant at one side 
of a tubular reactor, to let the reactant react over a certain heterogeneo i> catalyst during its way 
through the tube, and to receive the reaction products at the other end u r'the tube. This is not 
possible under Dewitt et al. because it is closed in at least one end. 

Additionally, Dewitt et al, provides no motivation to make app j cant's invention. Dewitt 
et al. discloses a system for preparation of several different organic co; r pounds at a time by 
placing resins, solvents and reactants into a tube closed in at least one s id. Applicmt's invention 
however, is designed for testing of several different catalysts concemi] i j activity selectivity 
and/or long term stability. Catalysts or preciirsors are provided oxitsidi : the tubes and applied to 
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the walls of said tubes or inorganic supports being in these tubes. Reai : ants are then passed 



o 
o 



several organic compounds according to Dewitt et al, does not point ii the direction of an array 
of heterogeneous catalysts and/or their precursors for parallel testing c I said catalysts. 

The Examiner also made the restriction requirement final. Tht Examiner withdrew 
claims 5-20 from consideration because the Examiner believes that gn » jp I, claims 1-4, do not 
share the same technical feature over the prior art as group n. Howev- :\ in light of the preceding 
arguments which show that claims 1-21 are non-obvious in view of th< s cited references, the 
applicant requests that the restriction requirement be reconsidered. 

Additionally, it is the Applicant's position that claims I - 2 1 ha ' 3 unity because claim 1 
claims an array of heterogeneous catalysts, and furthermore different { tocesses for its 
preparation are claimed in claims S to 8, 10 and 11, and the process fo: the testing of catalysts in 
such an array according to claim 1 are claimed in 14 to 18. Therefore, s Jl the claims share one or 
more special technical features, and so the restriction requirement is in i proper. 
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